TH'S OPI NI ON WAS NOT_ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1)
was not witten for publication in a law journal and (2) is
not bi ndi ng precedent of the Board.
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THOVAS, Adninistrative Patent Judge.

DECI S| ON ON APPEAL

! Application for patent filed Septenber 20, 1994.
According to the appellant, this application is a continuation
of Application 08/003,327, filed January 12, 1993.
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Appel | ant has appealed to the Board fromthe exanmi ner’s
final rejection of clainms 1 and 3 to 16, which constitute al
the clains remaining in the application.

Representative claim1l is reproduced bel ow

1. A finger-nounted conputer interface device for use
with a touch-screen type of nonitor, conprising:

a stylus; and

ring neans for nounting said stylus on a finger of a
person such that said stylus is positioned above the finger in
a manner that does not interfere with a typing operation of
the finger on a keyboard, said stylus being connected with
said ring neans so as to permt engagenent of said stylus with
a touch-screen type of nonitor of a conputer when said
mounting finger is noved toward said nonitor screen;

wherein said ring nmeans has a center |ongitudinal axis
and said stylus has a center |ongitudinal axis which is spaced
fromand substantially parallel to the center |ongitudina
axi s of said ring neans.

The follow ng references are relied on by the exam ner:

Nar ayanan 3, 835, 453 Sep.
10, 1974

Garwin et al. (Garw n) 4, 845, 684 Jul . 04,
1989

Levi ne 4,954, 817 Sep. 04,
1990

Gl chri st 5,144,594 Sep.
01, 1992

Al'l clains on appeal stand rejected under 35 U.S.C. §

103. As evidence of obviousness, the exam ner relies upon
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Garwin in view of Levine as to clainms 1, 3, 4 and 7 to 16,
with the addition of Glchrist as to claim5, and with a
separate addition of Narayanan as to the original conbination
for claim6é.

Rat her than repeat the positions of the appellant and the
exam ner, reference is nade to the briefs and the answer for
the respective details thereof.

OPI NI ON

W reverse all rejections.

At page 4 of the answer, the exam ner asserts that it
woul d have been obvious for the artisan to have included the
ring nmeans taught by Levine in the device of Garwin so that
the stylus [in Garwi n?] could have been nounted on a finger
and woul d not have interfered with a typing operation. In
reality, there are two ring nmeans in Levine's figures 1 and 2,
that of the stylus ring 10 with its stylus ring point 12 and
that of the finger palette 20 and its associated ring 24. W
are not sure how this conbination woul d be achi eved.

We agree with one of appellant’s views that Levine's
devi ce appears to be self contained and would not require the

user to renove a hand from a keyboard to enable a certain data
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entry operation with the finger palette 20-stylus ring 10
conbi nation. Thus, we do not understand why the artisan woul d
have found it obvious within 35 U S.C. 8 103 to have nodified
Levine in view of Garwin’s teaching.

We al so do not understand why the arti san woul d have
found it obvious within 35 U S.C. §8 103 to have nodified
Garwin's teachings in light of Levine. The exam ner’s
approach may be based upon the general, broad teaching of
Levine that this reference indicates it was known in the art
to have devices attached to the thunb and fingers of users
typing informati on on a keyboard as shown in Levine's Fig. 2
such that, on this basis, the exam ner took the view that it
woul d have been obvious for the artisan to have nodified the
stylus of Garwin in view of Levine. The self-contained nature
of Levine's teachings | eads away fromthis interpretation. |If
we were to assune, for the sake of argunent, that the artisan
woul d have so conbi ned a general teaching from Levine of hand
or finger nounted data entry neans with the stylus of Garw n,
the exami ner’s position does not cone to grips with the
majority of the limtations of each independent claimon
appeal other than to dismss themas “design choice”. Wy the
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stylus woul d be positioned above the finger as in independent
claiml1l is allegedly a design choice to the examner. The
exam ner specifically argues at page 4 of the answer that the
center longitudinal axis of the ring being parallel to that of
the stylus as well as the specific orientations set forth in
clains 8 to 14 were considered by the exam ner to have been a
matter of design choice. Design choice argunents, while valid
per se, have limted applicability and persuasiveness.

Furt hernore, the exam ner views method claim 16 as
setting forth howto use the apparatus allegedly specified in
claim1. The exam ner apparently views that since the device
of Garwn as nodified by Levine neets the apparatus claim1l
limtations,
the nethod of claim16 is inherently net. This and the design
choice |ine of reasoning advanced by the exam ner as to the
initial clainms on appeal essentially beg the question within
35 U.S.C. 8 103. Substantially all or major portions of each
i ndependent cl ai mon appeal are |eft unexplained as to why
t hey woul d have been obvious ot her than on the basis of such
weak argunents. Certainly, there is little evidence in the
applied prior art of Garwin and Levine to suggest to the
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artisan the obvi ousness of the subject matter of at |east the
i ndependent cl ains on appeal. As such, and since Gl chri st
and Narayanan fail to cure the deficiencies of Garwi n and
Levine as to dependent clains 5 and 6, the respective
rejections under 35 U.S.C. 8 103 of all clains on appeal are
reversed.

REVERSED

JAMES D. THOVAS
Adm ni strative Patent Judge
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